APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



Thomas C. Naratil 



PROSKAUER ROSE LLP I 

One International Place greene, daniel lawson 
Boston, MA 02 1 1 0 i 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
08/05/2010 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

mahmed@proskauer.com 
NYPatent Admin @ proskauer.com 



PTOL-90A (Rev. 04/07) 





Application No. 

09/617,853 


Applicant(s) 

NARATIL, THOMAS C. 


Examiner 

DANIEL L. GREENE JR. 


Art Unit 

3694 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 14 May 2010 . 
2a )^ This action is FINAL. 2b)\Zl This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 18-31 and 33-42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 18-31 and 33-42 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to tlie drawing(s) be lield in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20100727 



Application/Control Number: 09/6 1 7,853 Page 2 

Art Unit: 3694 

DETAILED ACTION 

1 . Applicant's 5/14/2010 response to the previous 12/29/2009 Office action has been 
considered and entered. An action on the merits of pending Claims 18-31 and 33-49 follows. 

Response to Arguments 

2. Applicant's arguments, see pages 8-10, filed 5/14/2010, with respect to the rejection(s) of 
claim(s) 18-20, 22-24, 26, 27, 30, 31 and 33-42 under the 35 USC 103(a) rejection set forth in 
sections 7 and 10 of said previous Office action have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made in view of U.S. Patent 7,613,647 to Cushing et al. (Cushing) 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. Claims 18-20, 22-24, 26, 27, 30, 31 and 33-42 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over "Telerate adds GovPX US Treasury Prices and Information" 
(Telerate) in view of US 200/0044767 to Madoff et al. (Madoff) and further in view of 
Schott "Subject: Treading- Price Improvement" (Schott) and further in view of U.S. 
Patent 7,613,647 to Cushing. 
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Regarding claims 18, 33 and 42 Telerate discloses a method and a server system for the 
automated trading of financial instruments, comprising: 

an updatable database that receives real time price and quantity information 
pertaining to each of a plurality of financial instruments from a market data feed, the 
plurality of financial instruments constituting an offering inventory in for example, page 
1 paragraph 1; 

Telerate does not appear to expressly disclose a server that automatically: 

receives a first order to execute a first trade of a selected financial instrument; 

forwards the first order to a trading system to execute the first trade; 

identifies an offsetting trade relative to the first trade or first order of the selected 
financial instrument, wherein the offsetting trade is identified within a predefined period 
of time after forwarding the first order to the trading system for execution; 

determines a price improvement value based on a first price for the first trade or 
first order of the selected financial instrument and a second price for the offsetting trade 
of the selected financial instrument; and 

applies the price improvement value to at least the first price for the first trade or 
first order of the selected financial instrument, resulting in an adjusted first price. 

Madoff discloses a server that automatically: 

receives a first order to execute a first trade of a selected financial instrument; 
forwards the first order to a trading system to execute the first trade; 
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identifies an offsetting trade relative to the first trade or first order of the selected 
financial instrument, wherein the offsetting trade is identified within a predefined period 
of time after forwarding the first order to the trading system for execution; 

determines a price improvement value based on a first price for the first trade or 
first order of the selected financial instrument and a second price for the offsetting trade 
of the selected financial instrument; and 

applies the price improvement value to at least the first price for the first trade or 
first order of the selected financial instrument, resulting in an adjusted first price in, for 
example, the abstract, page 3, Col 1 [0029]-[0030], page 4 col. 2 [044]-page 5, Col. 1 line 
11 and page 5, Col. 1 [0045]-[0046], Claims 1-40 etc.. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the invention of Telerate with the teachings of Madoff to arrive at a 
system that actively trades at current market prices. One would have been motivated to 
combine the references and teachings for the benefit of ensuring maximum savings while 
trading stocks, etc. by ensuring the prices are as accurate as possible across all possible 
markets. 

Although it is considered Madoff discloses applicant's invention as claimed, and 
explained above, it appears applicant is of the opinion that Madoff does not explicitly 
disclose identifying an offsetting trade relative to the first trade or first order of the 
selected financial instrument, wherein the offsetting trade is identified within a 
predefined period of time after forwarding the first order to the trading system for 
execution; determining a price improvement value based on a first price for the first trade 
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or first order of the selected financial instrument and a second price for the offsetting 
trade of the selected financial instrument; and applying the price improvement. 

Madoff clearly teaches price improvement in for example, claim 18. 

Schott teaches the claimed method of price improvement in for example, page 2, 

paragraph 3, reproduced immediately below: 

Moreover. bi§ Mm ofers hm a smi amnimy sf mim]\> Jraded stodcs i!iey maka a luarM in sjid cso effecfe'gJv cuJ- 
sjf? ic'oss) an ofder befo>^ a hits ttis adiarsges A bf£*.&;aga touss sars a^o pfajrarss its £>5m|:atTe}' to re^cc^n Ji5 \^(ti«T tv'jo 
Of Jff ff^wiq ' lfsm*hf"-tA']inri,i:t f-^^^i^qi:^ ngi^^M rdi J.t'^- il-i t'if*o I'^kt ^^np^T'- 

gpreiad. bui some broters§!>e theadvar^ ©the ossfcjsser. Mod siesa&is g5 Siis rsspsc? ss Sdwrafo's rm *m spread" 
tisdffij S)-st>?us A^>ch ■^ifi¥-i<5?: "t,!^tW)P<- Of'teff tor pailicipant? insie^AS of ? Ae&^tirsg yaitr etce? on tte rn>rir^ai nidfkfe 
ift-sms^tatefv', Sch5iv<ab oyfes sS to t leii "waisiRg room" It M^q s snctte ortJef it^fsfo ^h^i? f^^stes witti yours the nat^e ss 
immediate ^ i? not V"o^< ^^!t thers that fnat^qg Ofder ?h&v.'s up In ettl^er case Sch*al) lakes its coi im^^sion and splits the 
Rfrt. iliftf^t^k oru tmer It etTsai c s^^wef ti t^N ^ i 'v.,r<^ " l*^ hepv^'itstot (k^jet^Un 
and tie pfic^ v{)Es#iy of tte iiock itself v^'slis !te spfeaj m'm^t ^^-M it difejlt for if^dsviduai to dscste wfsethef to 
psiiidpte. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to combine the teachings of Scott with the invention of Telerate as modified by 
Madoff as set forth above for the purpose of saving money. See for example, Schott 
page 1, paragraph 5, reproduced immediately below: 



Rjiic imt>l§v£mcnt *-^tEs*f y '^poft 3 it- t*J .^icSM'ie i>{>i" frt\{^t tf tdi Irmj^ 

imyrovi>nicftUf a ^Cf^O ^^^of** tra«1v< "^c\o~ a SlJ'b ot-si^-cm-iE. So bcv^arc fiv rq 
a prr w on the ei,-^>mi--. lofi id Jottr -g t p.. l d ^ e>ecLt> on o is^t; 



Gushing discloses in, for example. Col. 5, lines 27-36 (reproduced immediately 
below) that client orders are submitted to the SPI server which serves as an alternative to 
a market order. Accordingly price improvement occurs within a predetermined time 



AFTER the order is submitted to "a server". 



Application/Control Number: 09/617,853 
Art Unit: 3694 



Page 6 



desired time frame. Jn ofeer words.; clients submitting orders 
stating '*buy 5.000^ shares of IBM within 20 minutes'* to a 
server running the SPI stmtegj^ are essantially stating a desire 
to pBTcitase 5.000 shar^ of the sleek at the best (low^t) price 30 
within the 20^ minute time Irame . Orders placed to a SPI sarv^sr 
wojald serve as an. altematiye to a market order where the 
ciieai' s time bonzDn is relatively short:,. 

The SPI strategj^ server continiioiisly receives and mom- 
tors a variety' of market mdicators in order to detsmiine the 35 
best way to exectite a given clieM order. Depending upon 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to provide the price improvement after the trade is submitted for the purpose of, 
for example, ensuring the order is accurate and actually desired. Furthermore, one of 
ordinary skill in the art would be motivated to provide the price improvement both before 
and after for the purpose of saving as much money as possible during the trade 
transaction. 

Regarding claim 19 and the limitation wherein the server cancels or revises 
orders or trades see, for example, Madoff page 6, Col. 1 [0058]- Col. 2 line 11. 

Regarding claim 20 and the limitation wherein the server notifies a user that an 
order has been executed see, for example, Madoff page 6, Col. 1 [0065]- page 7, Col. 1 
[0068]. 

Regarding claim 22 and the limitation wherein the server automatically updates 
the offering inventory. Madoff discloses. The system of claim 18, said system proprietor 
automatically updating the offering inventory (page 3, col. 2 [0036]-page 4, col. 1, line 
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Regarding claim 23 and the limitation the market data feed being provided by at 
least one Interdealer Broker see, for example, Telerate page 2, paragraph 2. 

Regarding claim 24 and the limitation, the market data feed being reformatted to 
record-based data prior to entry into the system see, for example, Telerate page 2, 
paragraphs 2 and 3. 

Regarding claim 26 and the limitation wherein the server calculates a derived 
price for the selected financial instrument, the derived price being calculated by: 

(a) determining a spread between a last transaction price and a desired transaction 
benchmark for the selected financial instrument; 

(b) determining a current existing price of the desired transaction I benchmark; 

and 

(c) adding the spread to the current existing price of the transaction benchmark, 
see, for example, Madoff page 3, col. 1 [0029]-[0030], page 4, col. 2 [0044]-page 5, col. 
1, line 1 1 and page 5, col. 1 [0045]-[0046] as weU as Schott whole document 

Regarding claim 27 and the limitation wherein the server generates a 
confirmation of the first trade after execution thereof see, for example, Madoff page 3, 
Col. 2, Para. [0031]. 

Regarding claim 30 and the limitation wherein the second price of the offsetting 
trade prior to application of the price improvement value is a national best bid and offer 
price, see for example, Madoff page 3, Para. [0029]. 



Application/Control Number: 09/6 1 7,853 Page 8 

Art Unit: 3694 

Regarding claim 31 and the limitation wherein the server converts the national 
best bid and offer price to a derived price in the event the national best bid, and offer 
price is not available see for example, Madoff page 3, Para. [0030]. 

Regarding claims 34 and 35 the limitations wherein the server automatically 
applies the price improvement value to the second price for the offsetting trade of the 
selected financial instrument, resulting in an adjusted second price for the offsetting 
trade, see the rejection of corresponding parts for claims 18, 33 and 42 above wherein it 
is understood that in order for price improvement to occur the two orders must have their 
prices improved and accordingly trade at the improved price. 

Regarding claims 36 and 37 and the limitations wherein the price improvement value is 
determined based on an average of the first price for the first trade or first order of the 
selected financial instrument and the second price for the offsetting trade of the selected 
financial instrument. 

Regarding claims 38 and 39 and the limitations wherein the price improvement value is 
determined to make the adjusted first price for the first trade or first order of the selected 
financial instrument equal to the second price for the offsetting trade of the selected 
financial instrument. 

Regarding claims 40 and 41 and the limitation wherein the predefined period of time is 
within 30 seconds see, for example, Madoff [0030] wherein the exposure time of 15 
seconds is set forth. 
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5. Claims 21, 28 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Telerate as modified and applied to claims 18-20, 22-24, 26, 27, 30, 31 and 33-42 above and 
further in view of Official Notice. 

Regarding claims 21, 28 and 29 and the limitations wherein the server presents 
an interface for providing a user with the capability to manually update the offering 
inventory and to manually enter interfirm or dealer to dealer trades for execution. 

Telerate and Madoff do not appear to expressly disclose an interface for providing 
a user with the capability to manually update the offering inventory. 

Official notice is taken that it is old and well known to manually update an 
offering inventory and trades since the process of updating inventories and trading were 
first performed manually then became automated processes. 

Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to manually update an offering inventory in view of the fact 
that it was once a manually process which has been automated. 

6. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Telerate as 
modified and applied to claims 18-20, 22-24, 26, 27, 30, 31 and 33-42 above and further in 
view of Official Notice. 

Regarding claim 25 and the limitation, further comprising a filter for removing 
incorrect market data from the offering inventory. 
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Official Notice is taken that this is old and well known in the art of market data in 
an Internet or network environment. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a filter for removing incorrect market data because this 
would enhance the ability to not have duplicate market data and flush out any 
inconsistencies in the market data. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Offlce action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

8. A shortened statutory period for reply to this flnal action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a flrst reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL L. GREENE JR. whose telephone number is (571)272- 
6876. The examiner can normally be reached on Mon-Thur. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammell can be reached on (571) 272-6712. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
10. Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ella Colbert/ 

Primary Examiner, Art Unit 3694 

/D. L. G./ 

Examiner, Art Unit 3694 



